TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today
(1) was not witten for publication in a |l aw journal and
(2) is not binding precedent of the Board.

Paper No.

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte KENNETH J. HARSHBARGER
and AUSTIN K. W CKLI NE

Appeal No. 97-2943
Appl i cation 08/ 319, 1741

Bef ore KRASS, FLEM NG and DI XON, Adm ni strative Patent
Judges.

KRASS, Admi ni strative Patent Judge.

DECI S| ON ON APPEAL

16

This is a decision on appeal fromthe final rejection of

claims 1 through 8, all of the clainms pending in the

appl i cation.

Application for patent filed Cctober 6, 1994.
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The invention is directed to a process for primng a
mul ti-chanber ink jet print head the nature of which is
apparent from an analysis of representative independent claim
1 reproduced as follows:

1. A process for primng a nulti-chanber ink jet print
head having an array of nozzles and an ink associated with
each chanber in fluid comunication with said nozzles, said

process conprising the steps of:

positioning a resilient seal around the venting portion
of the print head;

positioning the nozzles so that said nozzles are el evated
in the vertical position above the ink; and

applying pressure to the vent side of the resilient sea
so that each chanber of the print head is pressurized and ink
is forced through the nozzl es.

The exam ner relies on the follow ng references:

Kinmura et al. 4,558, 326 Dec. 10, 1985
(Ki mur a)

Nozawa et al . 4,947, 191 Aug. 7, 1990
(Nozawa)

Takahashi 63- 0948552 Apr. 25, 1988

2Qur understandi ng of the Takahashi reference is based on
an English translation thereof prepared by the United States
Patent and Trademark O fice. A copy of this translation has
previ ously been sent to appellants, as acknow edged by
appel l ants in Paper No. 15.
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Clainms 1 through 8 stand rejected under 35 U . S.C. 8§ 103
as unpatentable over Kinmura in view of Nozawa and Takahashi .
Ref erence is nade to the briefs and answer for the

respective positions of appellants and the exam ner.

OPI NI ON

W affirm

The exam ner contends that, with regard to clains 1
through 3 and 8, Kinura teaches the cl ainmed subject matter but
for the nozzles being elevated in the vertical position above
the ink. The exanm ner relies on Nozawa for the teaching of
providing a suction tube, as in instant clains 2 and 8, and
Takahashi is relied on for the teaching of placing nozzle
openings in an upward direction. The exam ner reasons that it
woul d have been obvi ous to conbine these teachings so as to
rotate the printhead of Kinmura to an upright position, as
taught by Takahashi, “in order to allow bubbles...[to] have a
direct path to exit the nozzles.” The exam ner further
reasons that it would have been obvious to apply suction to an
area directly adjacent the nozzles, as taught by Nozawa, “in

order to prevent soiling of the interior of the ink jet
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printer due to ink msting caused by airborne particles
di scharged from nozzle ports” [final rejection-page 3].
Wth regard to the specifics of clainms 4 through 7
related to gap di nensions or pressure applied to the seal, the
exam ner contends that these would have been “an obvi ous
matt er of design choice..since applicant has not discl osed
that this particular gap size solves any stated problem..”
[final rejection-page 3].
The exam ner’s analysis as to the application of the

ref erences appears reasonable to us and, when we wei gh the

exam ner’s rational e agai nst appellants’ argunents, infra, we
find the examner in a better position.

Appel lants first argue that “the instant nethod
invention, as clained, is directed to a manufacturing process
whereby the print heads are not ‘nounted in a printer
product” whereas Kinmura “is directed to a nethod for purging
an al ready manufactured and depl oyed ink jet recording
apparatus” [principal brief-page 5]. W find this argunent to
be irrelevant to the instant clained subject matter because,
contrary to appellants’ position, there is no instant claim

| anguage directed to a “manufacturing process.” There is
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not hing in the claimlanguage which precludes a nethod for
purgi ng an al ready manufactured and depl oyed ink jet recording
appar at us.

At page 6 of the principal brief, appellants contend that

Ki mura does “not...describe a process for primng a
mul tichanmber ink jet print head via the steps set out in the
clai med invention.” However, it would appear that Kinura's
air punp for applying pressure would act to prine an ink jet
head of the type clainmed. As far as not perform ng the steps
set out in the clained invention, appellants are not specific
as to what steps, exactly, are not taught or suggest ed.
Appel | ants descri be Takahashi as “i nadequate” [top of
page 7-principal brief] and state that it “does not relate at
all to the subject nmatter as clainmed.” Again, appellants have
failed to point to anything specific about the clainms to show
t hat Takahashi “does not relate.” Takahashi is clearly
directed to subject nmatter which those skilled in the art
woul d have been famliar with, viz., ink jet printers, and
clearly relates to the instant claimed subject natter.

In arguing that the references are not conbi nable

[principal brief-page 7], appellants contend that the
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resul ti ng conbi ned apparatus woul d be “i noperabl e’ because the
two nechani sms of Nozawa and Kinmura “could not fit in one
printer.” A finding of obviousness under 35 U. S.C. 8§ 103 does
not require a bodily incorporation of elenments of the conbined
ref erences, as appellants’ argunent m ght suggest, but,

rather, only that the references woul d have suggested to the
artisan to do what appellants have done.

Appel  ants al so contend that “inportant clained
limtations, including nozzle positions and resilient seals,
are not, even renotely, suggested” [principal brief-page 7].
However, the exam ner has clearly expl ai ned how t hese
limtations are, indeed suggested, pointing to the Oring sea

17 of Kimura as the clained “resilient seal,” and enpl oyi ng
Takahashi’s teaching of a vertical nozzle position to provide
for such an orientation of the nozzle. Thus, the exam ner has
clearly indicated where, in the references, these limtations
are suggested. The burden then shifts to appellants to now
conme forth with evidence or argunents show ng why these
features of the references do not satisfy the clained

el ements. The burden has not been net by appellants by a

bal d, unsubstanti ated assertion that “inportant clained
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limtations, including nozzle positions and resilient seals,
are not, even renotely, suggested” in view of the exam ner’s
reasoni ng.

Wth regard to clains 4 through 7, we agree with the
exam ner that in the absence of any unexpected results, or the
solution of a stated problem the particul ar di nensi ons
enpl oyed by appellants in suction tube distance and the anmpount
of pressure applied to the resilient seal woul d appear to be
not hi ng nore than obvi ous engi neeri ng desi gn choi ces.
Appel | ants have made no attenpt to show ot herw se by pointing,
for exanple, to sonme criticality of these values. The nere
contention that the applied references do not teach these
val ues, per se, is not evidence of nonobvi ousness in view of
the exam ner’s rationale.

In their reply brief, appellants point to various “new
poi nts of argunent” by the exam ner but they offer no
substantive counters to the exam ner’s reasoni ng, whether new
poi nts or not.

We do not contend that there are no argunents appellants

coul d have made to convince us of any error in the examner’s

position. W nerely contend that appellants did not nake
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them Thus, on bal ance, weighing the exam ner’s rationale
agai nst the rather weak argunents, in our view, nade by
appel lants in this case, appellants have not convi nced us of
any error in the examner’s apparently reasonable rejection of
t he i nstant cl ains.

Accordingly, the exam ner’s decision rejecting clains 1

through 8 under 35 U.S.C. § 103 is affirned.
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No tinme period for taking any subsequent action in

connection with this appeal

§ 1.136(a).
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